Test 2
Student 1 Name: ____________

Student 2 Name: ____________

Instructions:

Every question is worth 5 points for a total of 100 points.  Use as much space as needed to complete your answers.  However, your answers should be a few words, a single sentence, or a short paragraph.  

Questions:

1.
If a reference does not qualify as an invalidating reference under 35 USC 102, can it still be used to invalidate a claim in a patent/patent application under 35 USC 103?  Explain.

2.
With respect to 35 USC 103:


a) How does a court make an evaluation under 35 USC 103?  


b) What secondary considerations might a court consider in a 35 USC 103 evaluation?  


c) What consideration is the most determinative?

3.
If an inventor becomes aware of but does not cite a reference during the prosecution of a patent application that is in an unrelated field to the field of the invention, a patent thereafter ultimately issues, a third party challenges the patent under 35 USC 103 citing the same reference, what criteria will the court use in determining whether the reference is similar enough to the patent for consideration under 35 USC 103?

4.
What is the purpose behind 35 USC 112 first paragraph?

5.
If an invention is properly claimed but is insufficiently described in the specification for a person skilled in the art to understand how to practice the invention and a patent is ultimately issued, is the patent valid?  Please explain.

6.
Assume that you are a patent attorney/agent.  What types of questions would you ask the inventors and principals of a company to determine the best mode of the invention?

7.
How would you re-write a dependent claim in independent form?

8.
What is a claim, what are its parts and what is its purpose in a patent/patent application?

9.
How are claims interpreted?

10.
The first claim of a patent application must always be (pick 1):


A.
The Broadest


C.
The Narrowest


B.
Independent


C.
Dependent

11.
As a patent attorney/agent, why would you draft your patent claims with varying scope?

12.
Why might you not want to include a Jepson claim in a patent application?

13.
What must be included in a provisional patent application for it properly serve as priority for a nonprovisional patent application?  

14.
Why might you file a provisional patent application as opposed to a nonprovisional patent application?

15.
If a company files a patent application on technology relating to DNA sequencing, what information might it expect to receive in a first office action from the USPTO?

16.
If an applicant submits a patent application and thereafter receives a first office action, duly responds, and receives a final rejection, how might the applicant respond?

17.
Provide an example of how (i) an inventor and (ii) an attorney could commit inequitable conduct before the USPTO?

18.
Explain the primary differences between “reissue” and “reexamination”.

19.
You are the recently hired associate general counsel of intellectual property for your company Tony Soprano, Inc.  Your general counsel asks you to take a whack at a paragraph overview of what’s involved in obtaining foreign patent protection in another country.
20.
Don’t forget to write your name(s) on the test.
BONUS QUESTIONS:

___/2
1 – What did you think about working with partners?  Please e-mail this answer privately to me at rlc@greensfelder.com in case you want to bad talk your partner (
___/2
2 – What did you think of this test?  Too easy?  Too hard?  How long did it take for you to complete it?

___/2
 3 – E-mail the completed test as per the instructions on the class website.
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