EE 385: Patent Law

University of Missouri-Rolla/University of Missouri-St. Louis 

Fall 2004

Randy L. Canis and Peter S. Gilster
Test 2
Your Name: ____________

Instructions:

Every question is worth 5 points for a total of 100 points.  Use as much space as needed to complete your answers.  However, your answers should be a few words, a single sentence, or a short paragraph.  You must complete this examination on your own.
Questions:


1.
What type of questions does a patent attorney need to ask an inventor to determine the best mode of his/her invention?  Provide three specific examples.


2.
When you are drafting a patent application, why would you want to include claims of varying scope (i.e., broad and narrow claims)?

3.
Why might you not want to include a Jepson claim in a patent application?


4.
If you have a patent application on file in the United States and seek to obtain protection in foreign countries, (i) what do you need to obtain, and (ii) how is it obtained?


5.
What does it mean to obtain the benefit of the right of priority under the Paris Convention when filing internationally?

6.
What advantages does a PCT patent application provide an applicant as opposed to directly proceeding in the national phase in various foreign countries?

7 & 8.  [Double value question] Your boss is asking you whether he/she should foreign filing patent applications in several foreign countries.  Write an e-mail to your boss advising him/her on information he/she should consider prior to selecting these foreign countries.

9.
If you file a nonprovisional patent application properly claiming priority from a provisional patent application, what benefit does the previously filed patent application provide for U.S. patent prosecution?

10.
Briefly described what a patent examiner does during the process of patent prosecution.

11.
If a patent examiner rejects claims is his/her office action, what options does applicant have with respect to those claims?

12.
When are patent applications published?  Explain the publication date relative to provisional patent applications, nonprovisional patent applications and nonpublication requests.

13.
Co-worker B. Urp Freely at your office hears that you are preparing to file a patent application on a new gaseous treatment method for animals that was conceived by Ima C. Ardsfan.  Urp tells you that she should be named as a joint inventor because she verified the theoretical model for the treatment as well as helped to test it.  Should Urp be a joint inventor?  Explain.

14.
You are an inventor on a recently filed patent application on an apparatus for cooking bratwurst.  You are living the high life because you sold the patent rights to a marketing company for $1,000,000.  On a trip to Florida after issuance to the patent, you visit a book store and see a book entitled “Novel Cooking Apparatuses” and open it up.  The book shows and describes an apparatus that, had it be considered by the examiner, would invalidate some of your broadest claims.  You close the book and forget about it.  Have you violated your duty of candor?  Explain.
15.
When does a double patenting rejection arise and how can you overcome it?  Explain.

16. When is the preamble of a claim interpreted as a limitation?  Explain.
17.
Can you amend the claims during the prosecution of a patent application?  Explain.

18.
Explain how a design patent differs from a utility patent.


19.
When should you introduce secondary considerations of nonobvious during prosecution of a patent application?

20.
Why must the examiner show some teaching, suggestion or motivation to combine two references in an obviousness rejection?
BONUS QUESTIONS:


21.  You and your co-inventor filed a patent application that had apparatus claims and also method claims.   The filing date was August 1, 2003.  You did not file an earlier patent application.  The patent examiner has now required that you restrict the application to either the method claims or the apparatus claims because the examiner finds that they are separate and distinct inventions.  You elect to have the method claims examined.  Before the application with the method claims issues, you elect to file a divisional patent application directed to the apparatus claims.  What priority date is the divisional entitled to receive?  Why?


22.  Your company has recently filed a United States design patent application covering the so-called ornamental appearance of a hand-held remote control for an audio-visual (A-V) system (which has inventive electronic and software features).  On the same date, the company files a utility (non-provisional) patent application on the system.  The company is interested in seeking Canadian patents on both the remote contol and the A-V system.   According to the Paris Convention how long to do have after the U.S. filing date to file the corresponding Canadian applications? 


For the remote control design _________.


For the A-V system _________.

