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Instructions:

Every question is worth 5 points for a total of 100 points.  Use as much space as needed to complete your answers.  However, your answers should be a few words, a single sentence, or a short paragraph.  

Questions:

1.
What does it mean when a case states that the federal circuit is reviewing a question of law de novo?

2.
If a section of the M.P.E.P conflicts with a section in the C.F.R., which section should you follow and why?
3.
Why can’t you copyright the name of a bath robe?

4.
What is the essential “trade off” that an applicant makes when he or she elects to apply for a patent?

5.
How can you establish utility in a patent application?

6.
Provide an example of an invention that may be used publicly for more than year but is nonetheless still patentable.

7.
When is the best time to file a patent application on a new idea?

8.
Can an inventor swear back on a 35 U.S.C. §102(b) invention rejection to avoid the prior art?  Explain.

9.
You want to look up who can claim small entity status in a provisional patent application.  Provide the PTO’s URL (i.e., web site address) for this section and explain how you found it.

10.
If you are trying to establish the date that a printed publication became a reference, but the librarian is unsure of the specific date on which the publication was properly indexed, how can the printed publication still qualify for a reference as of a certain date?

11.
Your client offers to sell the rights to her novel invention to another more than a year before filing his her patent application.  Can you still file a patent application on the invention?  Explain.

12.
Can two references form a basis for a novelty rejection?  Explain.
13.
Does a secret use of an invention by a third-party two years before applicant’s date of invention form a basis for rejecting an applicant’s patent application (i.e., under 102(a))?  Explain. 
13.
Does a secret use of an invention by a third-party two years before applicant’s date of invention form a basis for rejecting an applicant’s patent application (i.e., under 102(a))?  Explain. 
14.
Does a noninforming use of an invention by the applicant before the critical date form a basis for rejecting an applicant’s patent application (i.e., under 102(b))?  Explain.
15.
Inventor A had a constructive reduction to practice and filed her patent application on April 1, 2004.  Inventor B filed a patent application on the same invention on May 1, 2004, had conception on April 1, 2003, actual reduction to practice on March 1, 2004, and had diligence from conception to actual reduction to practice.  Who will be awarded the patent on the invention and why?
16. 
Assuming that your are intellectual property counsel for a company, what procedures would you put in place to be used to establish conception and diligence if needed?

17.
In what ways may an invention be reduced to practice?  Explain.

18.
Is the United States a “first to file” or a “first to invent” country?  Identify and explain the primary difference between a “first to file” and a “first to invent” country.

19.
What type of use qualifies as an “informing use”?

20.
Give three specific examples of technology that are not opening to patenting.

BONUS QUESTIONS:

___/2
1 – What have you found to be the most difficult part of this class so far?

___/2
2 – E-mail the completed test as per the instructions on the class website.

