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Instructions:

Every question is worth 5 points for a total of 100 points.  Use as much space as needed to complete your answers.  However, your answers should be a few words, a single sentence, or a short paragraph.  

Questions:


1.
When you are drafting a patent application, why would you want to include claims of varying scope (i.e., broad and narrow claims)?


2.
If you file a nonprovisional patent application properly claiming priority from a provisional patent application, what benefit does the previously filed provisional patent application provide for purposes of U.S. patent prosecution?


3.
When are patent applications published?  Explain the publication date relative to provisional patent applications, nonprovisional patent applications and nonpublication requests.

4.
When is the preamble of a claim interpreted as a limitation?  Explain.


5.
Explain how a design patent differs from a utility patent.


6.
When should you introduce secondary considerations of nonobviousness during prosecution of a patent application?


7.
Why must the examiner show some teaching, suggestion or motivation to combine two or more references in an obviousness rejection?

8.
Can you amend the claims during the prosecution of a patent application?  Explain.


9.
Can a patent infringe another patent?  Explain.


10.
Co-worker F. Art Freely at your office hears that you are preparing to file a patent application on a new gaseous treatment for plants that was conceived by Ima T. Hugger.  Art tells you that he should be named as an inventor because he verified the theoretical model for the treatment as well as helped to test it.  Should Art be a co-inventor?  Explain.


11.
What is the relationship between the claims and the specification in a patent application?


12.
When is extrinsic evidence used to supplement intrinsic evidence during claim construction?


13.
What happens at a Markman hearing?


14.
What is the purpose of an invention disclosure form and why should the form be completed?


15.
What does an Examiner do prior to issuing a first office action?


16.
On what grounds can an inventor who is also the sole owner of a U.S. Patent request a reissue of the patent?


17.
What scope of equivalents is a means-plus-function claim entitled?

18.
What must the specification disclose in order to comply with the enablement requirement?

19.
How does an applicant for a patent application comply with the best mode requirement?

20.
Identify at least two ways that an applicant can overcome an Examiner’s rejection for nonobviousness?


BONUS QUESTION:
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