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Instructions:

Every question is worth 5 points for a total of 100 points.  Use as much space as needed to complete your answers.  However, your answers should be a few words, a single sentence, or a short paragraph.  

Questions:


1.
On what grounds can you seek reissue of a patent?  Explain.

2.
If you file a nonprovisional patent application properly claiming priority from a provisional patent application, how long is the term of a resulting issued patent?

3.
What should an applicant’s response to an office action include?
4.
How can you avoid having a preamble of a claim interpreted as a limitation?  Explain.


5.
Who has the initial burden to show obviousness and how can the initial burden be met?

6.
When and why is the level of ordinary skill in the art assessed during an obviousness inquiry?

7.
What options are available to the applicant if the Examiner establishes his/her burden in an obviousness inquiry?


8.
What portion of the obviousness test is currently being appealed in the Teleflex court case as discussed during class?  How might the change affect obviousness findings?

9.
When may an applicant show secondary considerations of nonobviousness?

10.
When is prior art consider analogous in an obviousness inquiry?.


11.
Co-worker F. Art Freely at your office hears that you are preparing to file a patent application on a new gaseous treatment for plants that was conceived by Ima T. Hugger.  Art tells you that he should be named as an inventor because he came up with a novel step that is part of one claim out of thirty claims in the application.  Should Art be a co-inventor?  Explain.


12.
What rights does a co-inventor have to a patented invention?

13.
What must a patent application include to comply with the enablement requirement?

14.
How much experimentation by a third party may an applicant allot for when preparing the specification?

15.
What must an applicant show to comply with the written description requirement?

16.
What is the relationship been a first claim and a second claim that depends from the first claim?


17.
What is the danger of having a Jepson claim?
18.
If you have a claim with a hybrid transition, and a composition of matter compared against the claim include an extra element, will the composition infringe the claim?  Explain.
19.
With respect to a recently filed application, what should an applicant do if the applicant determines that there is a different best mode other than the one disclosed in the application, but that the different best mode was only contemplated after the filing of the application?
20.
With respect to a recently filed application, what should an applicant do if the applicant determines that there is a different best mode other than the one disclosed in the application, and that the different best mode was contemplated before the filing of the application?
BONUS QUESTION:

___/2
2 – E-mail the completed test as per the instructions on the class website.

PROJECT


1.
Please turn in the original draft of your specification and your revised specification.

2.
I have revised my partner’s specification and return the specification to him/her.  ____ Yes ____ No

PAGE  
1

