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Instructions:

There are 15 multiple choice questions each worth 2 points for a total of 30 points.  Please pick the best answer from the choices available.  There are also 14 short answer questions worth 5 points each for a total of 70 points.  Use as much space as needed to complete your answers of the short answers.  However, your answers should be a few words, a single sentence, or a short paragraph.  

Multiple Choice Questions:

1 – Having already filed a provisional patent application, to seek a patent an applicant must:
A – Bribe a patent examiner
B – Interview the patent application with a patent examiner
C – File a nonprovisional patent application within 12 months of the filing of the provisional patent application
D – Perform a search of the prior art
2 – Once a patent issues, no further money is due to the Patent Office to keep the patent enforceable.
A – True
B – False
3 – When filing a continuation application, an applicant can seek:
A – Broader claims
B – Claims on a disclosed but not claimed invention
C – Claims on a rejected invention in a parent application
D – All of the above
4 – With which of the following types of applications can new matter be added:
A – Divisional Application
B – Continuation Application
C – Continuation-In-Part Application
D – None of the above
5 – If a provisional patent applications is filed on 5/1/05, a nonprovisional patent application claiming priority to the provisional patent application is filed on 3/1/06, and a request for nonpublication has been submitted on 6/1/06, when will the nonprovisional application publish?
A – Never
B – 11/1/06
C – 12/1/07
D – None of the above
6 – If inventors A & B are joint inventors on a patent where there is no duty to assign, and inventor A does not seek to license the patent, if inventor B licenses the patent, what are inventors A’s options? 
A – Inventor A can collect a portion of any royalties received by inventor B
B – Inventor A can sue inventor B for misappropriation
C – Inventor A can seek to have inventor B removed as an inventor from the patent
D – None of the above
7 – If person A conceives of an invention for an improved water hose and, in discussing the invention with person B, person B discloses an improvement of the invention to person A, who must be listed as inventors on a filed patent application?

A – Inventor A only if the invention of inventor B is not claimed
B – Inventors A & B if both the invention and the improvement are claimed
C – A & B
D – None of the above
8 – Can inventorship be fixed on a patent?
A – Yes
B – No
9 – With respect to a particular patent application A, who is bound by the duty of candor? 
A – A patent attorney that is prosecuting patent application A
B – An inventor listed on patent application A
C – A sole intellectual property representative of a company that is an assignee of the patent application A  
D – All of the above
10 – If an attorney violates his/her duty of candor for a particular application, but the particular application otherwise meets the requirements for patentability and the violation is not caught by the patent office, is the patent that results from the application valid?
A – Yes
B – No
11 – What types of procedures can the Patent Office use (e.g., at the direction of the Director) to correct its own mistakes and/or an error associated with the issuance of a patent?
A – Certificate of Correction
B – Reexamination Proceeding
C – A & B
D – None of the above
12 – What procedure may be used to broaden the claims of an issued patent?
A – Reissue
B – Reexamination
C – Certification of Correction
D – None of the above
13 – Can a design patent application provide a sufficient written description to satisfy 112 for a utility patent application? 

A – Yes
B – No
14 & 15.
Inventor X derives an invention A from invention B by inventor Y.  Inventor Y has maintained invention B as a secret and did not file a patent application on invention B.  However, inventor X learned about invention B under a confidentiality agreement with inventor Y.  Invention A would be deemed obvious in light of invention B.
14.
Can Inventor X properly obtain a patent on invention A?

A – Yes
B – No
15 – 
Can an Inventor Z, who is unaware of invention B and inventor Y, obtain a patent on invention A if he/she is the sole inventor (as opposed to inventor X?

A – Yes
B – No
Short Answer Questions:
1.
Inventor A had a constructive reduction to practice and filed her patent application on April 1, 2004.  Inventor B filed a patent application on the same invention on May 1, 2004, had conception on April 1, 2003, actual reduction to practice on March 1, 2004, and had diligence from conception to actual reduction to practice.  Who will be awarded the patent on the invention and why?
2.
In what ways may an invention be reduced to practice?  Explain.

3. 
Assuming that you are intellectual property counsel for a company, what procedures would you put in place to be used to establish conception and diligence for inventions?

4.
What type of prior art would be considered material in determining whether a violation of a duty of candor has been committed?  Explain.
5.
How can a double patenting rejection be overcome?
6.
Why shouldn’t an examiner issue a double patent rejection on an originally filed patent application and a related divisional application based on the originally filed patent application?

7.
What are the condition(s) for seeking broader claims after a patent has issued?
8.
Identify and explain three different types of circumstances where a written description violation could occur.
9.
As an attorney drafting a patent application, how would you comply with the best mode requirement?  Explain.
10.
When may an applicant show secondary considerations of nonobviousness?

11.
When is prior art consider analogous in an obviousness inquiry?

12.
Must an examiner show some teaching, suggestion or motivation to combine two or more references in an obviousness rejection?  Explain.

13.
Co-worker F. Art Freely at your office hears that you are preparing to file a patent application on a new gaseous treatment for plants that was conceived by Ima T. Hugger.  Art tells you that he should be named as an inventor because he verified the theoretical model for the treatment as well as helped to test it.  Should Art be a co-inventor?  Explain.

14.
Identify at least two ways that an applicant can overcome an Examiner’s rejection for obviousness?



15.
How much experimentation by a third party may an applicant allot for when preparing the specification?
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