Patent Law

University of Missouri-Rolla/University of Missouri-St. Louis 

Fall 2007
Randy L. Canis, Esq. 

Test 3
Name #1: ____________

Name #2: ____________

Instructions:

There are 15 multiple choice questions each worth 2 points for a total of 30 points.  Please pick the best answer from the choices available.  There are also 14 short answer questions worth 5 points each for a total of 70 points.  Use as much space as needed to complete your answers of the short answers.  However, your answers should be a few words, a single sentence, or a short paragraph.  Finally, make sure your answers are complete as written without reference to non-included material.
Multiple Choice Questions:

1 – The invention is defined by:
A – The drawings
B – The specification
C – The claims
D – All of the above
2, 3 & 4 – The invention is A claim of the patent has the following elements:
W;

X; 

Y; and

Z
2 – If the preamble is “comprising”, does an invention with just W, X, and Y infringe the claim?

A – Yes

B – No

C – Maybe

3 – If the preamble is “consisting of”, does an invention with W, Y X, Y, Z, and V infringe the claim?

A – Yes

B – No

C – Maybe

4 – If the preamble is “consisting essentially of”, does an invention with W, Y X, Y, Z, and V infringe the claim?

A – Yes

B – No

C – Maybe

5 – During claim construction, what should be given the greatest weight?
A – Intrinsic Evidence

B – Extrinsic Evidence

C – Both should be given equal weight
6 – Claim construction is a question of:
A – Fact

B – Law

C – Mixed of fact and law
7 - Inventor testimony, Dictionaries and Learned treatises are:

A – Intrinsic Evidence

B – Extrinsic Evidence
C – Either Intrinsic or Extrinsic Evidence
D – Neither Intrinsic nor Extrinsic Evidence

8 – With respect to a patented object, which of the following are you allowed to do without the permission of the patent owner:

A – Repair

B – Reconstruction
C – Both repair and reconstruction

D – Neither repair nor reconstruction

9 – A noninfringement opinion should include which of the following

A – Discussion of laws, claim interpretation, facts, application of interpretation to facts
B – Literal infringement analysis
C - Analysis under the doctrine of equivalents

D – All of the above
10 – In order to submit an opinion of noninfringement during trial, a defendant must waive attorney client privilege with the counsel that prepared the opinion.

A – True

B – False

11 – Does a narrowing amendment made to satisfy any requirement of the Patent Act give rise to an estoppel?
A – True

B – False

12 – Is prosecution history estoppel a complete bar to assertion of the doctrine of equivalents?

A – Yes

B – No

13 – Is a reverse doctrine of equivalents performed by a court after determining infringement?
A – Yes

B – No

14 – What are the circumstances for rebutting a presumption that a narrowing amendment surrendered subject matter?

A - The accused equivalent was unforeseeable at the time of amendment 

B – The amendment bore no more than a “tangential relation” to accused equivalence

C – Some other reason prevented patentee from describing an accused equivalent in the patent application

D – All of the above
15 – Do prosecution history estoppel issues arise in literal infringement?
A – Yes

B – No

Short Answer Questions:
1.
Why would your ordinarily want to include broad and narrow claims in a patent application?  Explain.

2.
When does the language in the preamble limit act as a claim limitation?

3.
What is a Jepson claim and why would you want to avoid using one in a patent application?

4.
When during patent prosecution might you receive a rejection for a lack of antecedent basis?  Explain.
5.
How must a claim be drafted to qualify for means plus function format?
6.
How Who determines claim construction—a jury or the judge?  Explain.

7.
Describe the steps of infringement analysis.

8.
When interpreting a claim, how is intrinsic evidence used?  Explain.
9.
What is claim differentiation and why should it be used?  Explain.

10.
How does the doctrine of equivalence differ from literal infringement?
11.
What is prosecution history estoppel?
12.
If a process is patented in the United States, and an object is made using the patented process outside of the United States and then imported into the United States, doe the imported object infringe the US patent?  Explain.

13.
Why might you obtain an infringement opinion before filing a lawsuit against another claiming patent infringement?
14.
If you are a defendant in a patent infringement case and loose, what happens if you failed to submit an opinion of counsel during trial?
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