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Instructions:

Every question is worth 2 points for a total of 100 points.  You may not use a partner for this exam, but it is open book, open note and open Internet.  Submit your answers on the excel document that is available on the web site, and not in this document.  All answers must be either A, B, C or D or they will not be scored correctly.  Pick the best answer.  Good luck and have a great winter break!

1 – When the Federal Circuit hears a patent infringement case for the first time en banc, which court most likely was the previous court to hear the case?

A – Supreme Court

B – a District Court

C – a panel of the Federal Circuit

D – State Supreme Court

2 – Computer software can be subject to which of the following types of intellectual property protection:

A – Patent

B – Copyright

C – Trade Secret

D – All of the above

3 – How do you establish utility in a patent application?

A – Draft claims on subject matter open to patenting.

B – Describe in the specification how the invention is applied in a practical matter to achieve a useful result.

C – Describe how to make and use the invention without undue experimentation.

D – Described multiple different embodiments of the invention.

4 – How might a patent examiner establish an anticipation rejection during patent prosecution?

A – By establishing that before the filing date of the application, the invention was used by others in this country.

B – By establishing that before the filing date of the application, the invention was disclosed in a printed publication available in a foreign country.

C – A & B

D – None of the above

5 – Can an inventor create his/her own 102(b) public use bar?

A – Yes

B – No

6 – If an invention is used publicly for more than one year, can the invention still be patented?

A – Yes

B – Yes when an experimental use exception applies

C – Yes when a public use exception applies

D – No

7 – An offer to sell the invention more than one year prior to filing of a patent will:

A – Bar the inventor from properly seeking a patent.

B – Bar the inventor from properly seeking a patent if the invention was ready for patenting.

C – Not bar the inventor from properly seeking a patent if the offer to sell was not accepted.

D – Not bar the inventor from properly seeking a patent.

8 – If a third party is secretly using an invention, and you conceive of the same invention and timely file a patent application without knowledge of the third party, are you bared from obtaining a patent on the invention if the third party sends you a letter describing his/her secret use of the invention after the filing of your patent application?

A – Yes

B – No

9 – The United States has what type of patent system?

A – First to invent

B – First to file

10 – In an interference proceeding, what happens if you fail to show diligence from conception to reduction to practice?

A – All rights to the invention are lost.

B – Your conception date is the earliest date that you can use for priority purposes.

C – Your reduction to practice date is the earliest date that you can use for priority purposes.

D – None of the above

11 – What is the maximum number of claims that you can have in a design patent application?

A – 0

B – 1

C – 20

D – None of the above

12 – What is the maximum number of claims that you can have in a utility patent application?

A – 0

B – 1

C – 25
D – None of the above

13 – Reduction to practice may be shown by:

A – Filing a patent application

B – Building and testing a working model

C – A&B

D – None of the above

14 – How does a patent examiner establish a prima facie case of obviousness of a pending patent application?

A – By showing that the inventor publicly used the invention more than one year before the filing of the patent application.

B – By citing two or more references that teach all of the elements of the claimed invention.

C – By citing a single reference that teaches all of the elements of the claimed invention.

D – None of the above.

15 – 112 first paragraph mandates that:

A – The invention be enabled.

B – There be a written description of the claimed invention.

C – A & B

D – None of the above

16 – If the inventor is not aware of a preferred conductive metal for use in a novel cable, must the inventor disclose and identify a specific conductive metal?

A – No

B – Yes, to comply with the best mode requirement.

C – Yes, for purposes of claim differentiation.

D – B & C

17 – What is the broadest claim transition?

A – Comprising

B – Consisting of

C – Consisting essential of

D – Including

18 – A dependent claim must always:

A – Depend from an independent claim

B – Add additional limitations to the claim from which it depends.

C – A & B

D – None of the above

19 – If one of the elements of a claim has a supporting means, should that element be interpreted under 112 sixth paragraph?
A – Yes

B – Yes, if the element does not other recite structure or materials.

C – No

D – It depends on whether the technology was after arising.

20 – When can after developed technology be found equivalent to an element of a claim?

A – When the element is in means-plus-function or step-plus-function format.

B – When the element is not in means-plus-function or step-plus-function format.

C – A & B

D – After developed technology can never be found to be equivalent.

21 – If a provisional patent application was filed on 6/1/03, and a nonprovisional patent application was filed on 7/14/04 properly claiming priority from the provisional patent application, and the patent issues on 8/1/05 with 0 days term adjustment, for how long will the patent be in effect?

A – 8/1/22

B – 6/1/23

C – 7/14/24

D – None of the above

22 – If a patent examiner issues a substantive office action on 7/6/05, by when must the applicant typically respond without paying an extension fee?

A – 8/6/05

B – 10/6/05

C – 1/6/06

D – None of the above

23 – Can you add new matter to a filed nonprovisional patent application?

A – Yes

B – No

C – No, but a new continuation-in-part application containing the new matter can be filed claiming priority from the nonprovisional patent application. 

D – No, but a new divisional patent application containing the new matter can be filed claiming priority from the nonprovisional patent application.

24 – If a provisional patent application was filed on 2/1/05, and the nonprovisional patent application was filed on 6/1/05 without a nonpublication request, when does the nonprovisional patent application publish?

A – 8/1/06 

B – 12/1/06

C – When requested by the inventor and upon payment of a fee

D – B & C

25 – If during a patent infringement case, a court determines that you intentionally withheld material prior art during patent prosecution of the patent at issue, what could happen?

A – The patent could be rendered invalid and unenforceable.

B – You could be responsible for paying the opponent’s attorneys’ fees.

C – You could be liable for treble damages.

D – All of the above

26 – How can you respond to a double patenting rejection?

A – By filing a terminal disclaimer.

B – By submitting evidence of secondary considerations.

C – By filing an IDS.

D – All of the above.

27 – Can you broaden the scope of claims after a patent has issued?

A – Yes, by requesting reexamination.

B – Yes, by seeking a reissue.

C – Yes, by filing a certificate of correction.

D – No.

28 – In order to have a reexamination, the director must find that the cited patent or reference:

A – Invokes a patent interference

B – Was not identified at the time of examination of the patent application.

C – is published or issued in the United States.

D – Raises a substantial new question of patentability

29 – How are claims construed during Markman hearings?

A – As a matter of law

B – As a matter of fact

C – As a mixed question of law and fact

D – None of the above

30 – When a case involving patent infringement goes up on appeal from the district court, what deference must the court hearing the appeal have for the district court’s claim construction?

A – Clear abuse of discretion

B – Abuse of discretion

C – De novo

D – Clear error

31 – If literal infringement is found on particular claims, will doctrine of equivalents analysis still be considered?

A – Yes 

B – No

32 – If an element of a claim is amended during prosecution, are you prohibited from a finding of infringement under a doctrine of equivalents analysis?

A – Yes

B – No

C – Maybe

33 – In a finding of contributory infringement, which of the following must also be found?

A – Direct infringement of the same patent

B – Prosecution History Estoppel

C – Equivalency under the Doctrine of Equivalence

D – None of the above

34 – What is/are the test(s) of equivalency for the doctrine of equivalence?

A – Substantial differences

B – Function-way-result

C – All of the above

D – None of the above

35 – If an apparatus that it is accused of infringing a claim is missing an element either literally or under the doctrine of equivalence, can the apparatus nonetheless still infringe the claim?

A – Yes

B – No

C – Maybe

36 – There is an international patent application that can be filed in a single receiving office that will obtain world-wide patent protection.
A – True
B – False
37 – If you conceived an invention in the US and you are a US citizen, in order to file the patent application in Canada you must:
A – Have a tie to Canada
B – Plan to sell the invention in Canada within 1 year of patent issuance
C – Obtain a foreign filing license
D –  B & C
38 – Why should you avoid using the term “invention” in your specification?

A – No problem; the term invention may be used.

B – The claims may be construed to read in limitations from the specification.

C – The M.P.E.P. indicates that use of the term invention is no longer allowed.

D – B & C 

39 – What must you do to rely on an advice of counsel defense?

A – Make available the attorney who prepared the noninfringement opinion to opposing counsel

B – Make available the noninfringement opinion to opposing counsel

C – Waive the attorney client privilege 

D – All of the above

40 – A PCT patent application filed with WIPO must still be filed in one or more foreign countries to obtain international patent protection.
A – True
B – False
41 – Having priority under the Paris Convention means that the applicant is provided with the benefit of the filing date of the original patent application when filing in other countries.
A – True
B – False
42 – What is the best way to avoid damages for willful patent infringement?

A – Wait until the patent issues before using the apparatus.

B – Substitute one element in the patent claim for another similar element.

C – Manufacture the apparatus in a third world country where there is no patent protection and ship it into the United States.

D – Obtain a right to use opinion from counsel

43 – True or False: A nonprovisional patent application can claim priority from multiple provisional patent applications.

A – True.

B – False.

44 – True or false: Two joint inventors have equal rights to exploit an invention without paying a portion of royalties or profits to the other inventor.

A – True.

B – False.

45 – Is market testing an experimental use exception that can negate a statutory anticipation bar?

A – Yes.

B – No.

46 – Can an anticipation rejection of a claim be based on combining two references?

A – Yes.

B – No.

47 – I thought four tests were too much; I would have rather had something else additional that was graded.

A – True

B - False

48 – If I could change something about this course, I would change:

[Write your answer on the exam sheet.]

49 – My favorite part of the course was:

[Write your answer on the exam sheet.]

50 – I thought the oral requirement was a valuable part of this course.

A – True

B - False
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