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Instructions:

There are 15 multiple choice questions each worth 2 points for a total of 30 points.  Please pick the best answer from the choices available.  There are also 14 short answer questions worth 5 points each for a total of 70 points.  Your answers may be a few words, a single sentence, or a short paragraph.  Make sure your answers are complete as written without reference to non-included material.  Remember that you can only have a partner for either the first or the second exam—not both.
Multiple Choice Questions:

1 – A regulation affecting patents would be promulgated by which branch of the federal government?

A – The Legislative Branch

B – The Executive Branch

C – The Judicial Branch

D – None of the above

2 – Which legal term reflects that the Federal Circuit need not give deference to a district court’s interpretation on an issue of law and that it can consider the issue anew?
A – Secondary Sources

B – De Novo

C – Voir Dire

D – None of the above

3 – What federal court would hear an appeal from a district court patent infringement case originating out of the Eastern District of Missouri?

A – 8th Circuit

B – Federal Circuit

C – The Supreme Court

D – No appeal is possible

4 – What federal court would hear an appeal from a district court copyright infringement case originating out of the Eastern District of Missouri?

A – 8th Circuit

B – Federal Circuit

C – The Supreme Court

D – No appeal is possible
5 – A right of publicity cause of action is a:
A – State law cause of action

B – Federal law cause of action

C – Both state and federal law cause of action

D – Either state or federal law cause of action depending on a particular state
6 – Which of the following could qualify for trade secret protection:

A – The locations of a company that are published in a phone book

B – A new type of ice cream that has not yet been announced but will be available for purchase at Stone Cold Creamery next summer

C – The technology described in a published patent application

D – None of the above
7 – An application of a law of nature is patent eligible.

A – Yes

B – No

C – Maybe

8 – The requirements of patent eligibility and utility both fall under the same statute.
A – True 
B – False 

9 – At this time, the machine-or-transformation test is the only test for determining patent eligibility.

A – True 
B – False 

10 – Which of the following claims are directed to patent eligible subject matter?
A – A method of making and using bacteria

B – A claim to the bacteria itself

C – A & B

D – None of the above
11 – An invention can be patented before it is actually built.
A – True

B – False
12 – When an element needed to establish anticipation is not explicitly disclosed in a reference, the reference nonetheless may still be used to establish anticipation.
A – Yes

B – No

C – Maybe

13 – Can elements from more that one reference be combined together to anticipate an invention?

A – Yes

B – No

14 – If an invention is being publicly used for more than a year, but its use was for testing product acceptance that can be supported by documentation, is the invention still patentable?
A – Yes

B – No

15 – Applicants that file a patent application under Track 1 do not have to perform a patent search prior to filing the patent application.

A – Yes

B – No

C – Maybe

Short Answer Questions:
1.
Does the MPEP have the effect of statutory law?  Explain.
2.
You are the owner of a patented invention.  What rights does the patent grant you with respect to (a) practicing the invention, and (b) enforcing your rights against third parties?

3.
Are business methods that are devoid of software and hardware patentable eligible subject matter after the en banc Federal Circuit decision in In re Bilski?  Explain.
4.
An item that embodies an invention has been offered for commercial sales for more than one year.  Can a patent application properly be filed on the invention?  Explain.
5.
Provide an example of an invention that may be used publicly for more than a year but is nonetheless still patentable.  Explain.
6.
Under the AIA, can an inventor swear back on any 35 U.S.C. §102 rejection to avoid the prior art?  Explain.

7.
Your client offers to sell the rights to her novel invention to another more than a year before filing her patent application.  Can you still file a patent application on the invention?  Explain.

8.
In what ways may an invention be reduced to practice?  Explain.

9.
If you are the first to conceive an invention, first to disclose the invention publically, and first to file the patent application on the invention, does the AIA change the timing of when you can file the patent application?  Explain.
10.
Under the AIA, if you are the first to conceive an invention, but a third party independently comes up with the same invention after you but publically discloses the invention before you publically disclose the invention or file a patent application claiming the invention, are you barred from filing for patent protection on the invention?  Explain.

11.
Assuming you are the sole inventor of an invention, under what circumstances can you file for patent protection on the invention if someone else publically discloses the invention before you have filed a patent application on the invention?

12.
If you are trying to establish the date that a printed publication became a reference, but the librarian is unsure of the specific date on which the publication was properly indexed, how can the printed publication still qualify for a reference as of a certain date?
13.
Name at least three grounds that an Examiner can use as a basis for rejecting an invention as being obvious. 

14.
If an Examiner seeks to reject a claim for obviousness, what must the Examiner do in the office action?
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