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Instructions:

There are 15 multiple choice questions each worth 2 points for a total of 30 points.    Please pick the best answer from the choices available.  There are also 14 short answer questions worth 5 points each for a total of 70 points.  Use as much space as needed to complete your answers of the short answers.  However, your answers should be a few words, a single sentence, or a short paragraph.   Please make your answers in bold or delete the incorrect answers for the multiple choice.

As discussed in class, you may partner with your group on the exam and your group must then turn in a single exam.  However, you may not discuss the exam with anyone outside your group.

Multiple Choice Questions:

1 – If your company’s software platform has a series of US patents that have been issued and cover all aspects of the software platform that are new, your company cannot be liable for patent infringement for its use and/or sale of embodiments of the software platform.

A – True

B – False

2 – In what ways may an invention be reduced to practice?

A – Actual reduction to practice
B – Constructive reduction to practice

C – A & B

D – None of the above

3 – The invention date of a patent application:

A – May vary from the date of filing of an application filed under pre-AIA law
B – May vary from the date of filing of an application filed under AIA law
C – A & B

D – None of the above

4 – What is the email address for the administrative contact of rotoworld.com?

A – domain.admin@nbcuni.com
B – admin@rotoworld.com
C – abusecomplaints@markmonitor.com
D – None of the above

5 – A proper dependent claim must narrow the scope of the claim from which it depends.
A – True

B – False

6 – Company A’s product is reverse engineered by a person X.  Through the reverse engineering process, person X discloses a trade secret associated with product A and publicly discloses the trade secret.  Under trade secret law, has person X violated Company A’s trade secret?

A – YES

B – NO

C – MAYBE

7 – Person X hires Person Y to break into Company A to obtain a trade secret for a product.  Person Y obtains the trade secret and provides it to Person X.  Person X publicly discloses the trade secret.  Under trade secret law, has person X violated Company A’s trade secret?

A – YES

B – NO

C – MAYBE

8 – Using your competitor’s name in the metatags of your website is:

A – A violation of the law under an initial interest confusion theory

B – A violation of the law only when actual confusion occurs

C – Legal under a fair use theory

D – None of the above

9 – As an inventor of a patent application, if I accidently forget to disclose an important reference to the examiner I have committed inequitable conduct.

A – Yes

B – No

C – Maybe

10 – What standard does the patent office use when interpreting claims?

A – Teva claim construction

B – Markman claim construction

C – Ordinary skill in the art

D – None of the above

11 – You can build rights in a trademark by properly using a word as a source indicator on a website.

A – True
B – False

12 – You must have first filed a service mark application before using the SM designation next to your service mark.

A – True

B – False

13 – What was the basis used for rejecting the claims in the final rejection issued to U.S. Patent No. 8,707,201?

A – 101

B – 102

C – 103

D – 112

14 – You must file an office action response within 3 months of the mailing date of the office action to avoid abandonment of the patent application.

A – True

B – False
15 – Filing a provisional patent application reduces the patent term of any patent application that ultimately matures to a patent. 

A – True

B – False

Short Answer Questions:

1 – What must a person do with respect to an invention to be considered an inventor or co-inventor?  Explain.

2 – How does the patent office currently determine patent eligibility of a claim directed to software?
3 – Can an Examiner simply find two references that show all of the elements of your claim and then properly assert that your claimed invention is obvious?  Explain.

4 – If your company wants to protect its vendor data as a trade secret, what actions should it take to do so?

5 – Does a preamble limit the scope of a claim?  Explain.
6 – Can copying portions of someone else’s website cause you to violate the other party’s trade dress?  Explain.

7 – Do you register a domain name with a domain name registry?  Explain.
8 – Can you file a federal trademark application to protect a newly created name for your to-be-launched service before the service is launched?  Explain.
9 – Can you properly register a keyword that features your competitor’s trademark and use it to generate search engine advertising?  Explain.

10 – Can “Zebra” be considered an arbitrary mark for one party and a generic mark for another party?  Explain.

11 – Your boss asks you to determine whether a competitor filed a patent application or has a patent on a certain technology.  Your search does not identify a patent or an application.  Can you properly tell your boss that the competitor has not filed a patent application on the technology?  Explain.

12 – When a case is appealed from a district court to a panel Federal Circuit Court of Appeals, must the Federal Circuit utilize the claim construction ruling of the district court?  Explain.
13 – If you win a Silver Slugger® award, can you properly use such designation in the metatags and headlines of your website?  Explain.

14 – Can surface ornamentation on its own be protected by a patent?  Explain.

1

